
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OfTkc 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Altwandria, Viiginia 2231 3-1450 
www.usptD.gov 



APPLICATION NO. 


FILING DATE | 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/049,455 


06/05/2002 


Shahram Mihan 


50544 


3929 



7590 11/18/2004 

Keil & Weinkauf 

1350 Connecticut Avenue,NW 

Washington, DC 20036 



EXAMINER 



NAZARTO GONZALEZ, PORFIRIO 



ART UNIT 



PAPER NUMBER 



1621 

DATE MAILED: 11/18/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev- 10/03) 



Office Action Summary 



Appllcatioii No. 

10AKM55 


Apptic»)t(s) 

MIHANETAL 


Beaminer 

Porfirk) Nazario-Gonzalez 


Alt Unit 

1621 

— * 





Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) FROM 
THE MAILING DATE OF THIS COMMUNICATION, 

- Ext6fisk)ftdo!tin»m0ybea\««aWeufMJertheprovffik)n6of37CFR1.1^^ to noevent ho«ww6r,iiwy0«pryb»ttm«ly«ed 

aftBrSIXWMOrn^HSfrommemaillnfl<latoofthiBO^ w„«*k^ 
. II Iheoeikid for reply specified above tetessttw thirty (30) ^ 
. If NO period for reply is specateddbcwe. the inax^ 

. Faaureto reply wftWn the fio< or exterKted period for {35U.SX.§1W 
Any repJy recehred by the Offk» later than ttffBo morths after Ito 
earned palertt term adjusUnsnt. See 37 CFR 1 J04(pl 

Statue 

1)13 P^<^pAn^K/A In r^mmtiniratlf>n(s) fifed on 10 December 2003 . 
2a)n This action ie FWAL. 2b)ia This action is non-finak 

3)n Since this application fe in condition for allowance except for fonnat matters, prosecution as to the merits ts 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 . 453 0,G. 213. 



Dlspositloii of Claims 

4) 13 Claim(s) 8-20 is/are pending in the application, 

4a) Of the at)we claim{s) 

5) ^ Clalm(s) Is/are allowed. 



is/are withdrawn from consideration. 



6)13 Claim<s) 8-20 is/are rejected. 
?)□ Claim(s) Is/are objected to, 

8)0 Ciaim(s) are subject to restriction and/or election requirement 



Application Papers 

9)Q The specification is objected to by the Examiner 
10)0 The drawing(s) filed on _ 



is/are: a)^ accepted or b)^ objected to by the Examiner. 



Applicant may not request that any objection to the drawingls) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correc^on is roqujred if the drawlng(s) Is otjected to. See 37 CFR 1.121(d). 
1 i )□ The oath or declaration is objected to by the Examiner Note the attached Office Action or fonn PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)QAII b)D Some * c)D None of: 

1 □ Certified copies of the priority documents have been received. 
2O Certified copies of the priority document have been received In Application No 



Z.Q Copies of the certified copies of the priority documents have been received m this National Stage 
application from the International Bureau (PCT Rule 17,2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



AttachnMnl(s) 

1) E Notice of References ated (PTO-892) 

2) □ Notice of Drafbperson's Patent Drawing Review (PTO-948) 

3) □ Information Oisdosufe Statement(s) (PTO-144d or PTO/SBrtW) 

Paper No(s)/Mall Date , 



4) □ Interview Suinmary (PTO-413) 

Paper Mo(s)flytell Date. . 

5) n Notice of Informal Patent App»eation (PTO-152> 

6) □ Other: . 



UJ&, Patent sn4 Tredmik Offiee 
PTOL*326(Rev.1^) 



Office Actioti Summaiy 



Part 6S Paper NoTIVlaS Date 20040301 
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DETAILED ACTION 
Response to Arptments 

1 . Applicant's arguments filed December 1 0, 2003, traversing the provisional obviousness- 
type double patrating rejection of claims 8-12 as being unpatentable ovec claims 8, 10 and 12 of 
copending Application No. 10/166.140 have been fully considered but they are not persuasive. 
Applicants argued that the instant claims, as now amended, require Ae inclusion of component 
(C) whereas the copending application does not require the inclusion of said componait The 
examiner respcctMly disagrees. The language in clmm 8 of copending Application No. 
10/166,140 leaves the claim open to the addition of said component (Q. Note of the use of the 
word "optionally" to indicate that said component could be included. Thus, the rejection of 
claims 8-12 and 15*20 is sustained* 

Response to Amendment 

2. The rejection of claims 1-4 under 35 U.S.C. § lQ2(b) is withdrawn in view of Applicants' 
amendment, filed December 10, 2003, canceling claims 1-7. Further, the statutory double 
patenting rejection of claims 2-7 is also withdrawn. 

Double Paienting 

3. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a pdXeat and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In reLongi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Omum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ^und 
provided the conflicting ^plication or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b), 
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Effective January 1, 1994, a registered attorney or agent of record may sign a tcnninal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

4. Claims 8-20 rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 8-14 of US. Patent No, 6,699,948. Allhough the 
conflicting claims are not identical, they are not patentably distinct fiom each other because the 
requirement of component (C) is fiilfiU by the optional language in the *948 patent Thus, v/hen 
the component (C) is included, flic scope of claim 8 of 6,699,948 is idrntical to the scope of the 
instant claim 8. 

Any inquiry concerning this communication or earlier communications fiom the 
examiner should be directed to Porfirio Nazario-Gonzalez whose telephone number is 571-272- 
0641 . The examiner can normally be reached on Mon,-Fri, (9:30 AM - 6:00 PM). 

If attempts to reach the examiner by telephone are unsuccessful* the examiner's 
supervisor, Johann R. Richter can be reached on 571-272-0646. The fex phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an appUcation may be obtained fix>m the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PADL Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-directuspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

^ , -1 /I/ f. 



